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DETAILED ACTION 

Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct species of 
the claimed invention: 

I. The species shown in Figure 1. 
II. The species shown in Figures 2-3. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1 and 1 1 appear to be generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

2. The species are independent or distinct because as disclosed the different species have 
mutually exclusive characteristics for each identified species. In addition, these species are not 
obvious variants of each other based on the current record. 

There is an examination and search burden for these patentably distinct species due to 
their mutually exclusive characteristics. The species require a different field of search (e.g., 
searching different classes/subclasses or electronic resources, or employing different search 
queries); and/or the prior art applicable to one species would not likely be applicable to another 
species; and/or the species are likely to raise different non-prior art issues under 35 U.S.C. 101 
and/or 35 U.S.C. 1 12, first paragraph. 

3. During a telephone conversation with Mr. Sheridan Neimark on April 1, 2008, a 
provisional election was made with traverse to prosecute the invention of Group II (Figs. 2-3), 
claims 1-3, 5-1 2 and 15-17. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 4, 13-14 and 1 8 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
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application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Drawings 

5, The drawings are objected to because the drawings of the following: 

a) Figure 3 are not labeled separately in accordance 37 CFR 1 ..84(u); 

b) Additional information (i.e. WO 2004/081294 & PCt/GB2004/000948) should 
not appear in the Figures. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Specification 

6. The disclosure is objected to because of the following informalities: 

a) on page 8, line 8, change "EP 0302717" to "EP 0302707". 
Appropriate correction is required. 

Claim Objections 

7. Claims 3, 7, 12 and 16 are objected to because of the following informalities: 

a) claim 3, in line 5, "elecrolevel" should read "electrolevel"; 

b) claim 7, in line 3, "a single " should read "the single"; 

c) claim 12, in line 6, "t the level " should read "to the level", and; 

d) claim 16, in line 3, "a single " should read "the single". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claim 8 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential structural cooperative relationships of elements, such omission amounting to a 
gap between the necessary structural connections. See MPEP § 2172.01 . It is not clear to what 
the "two rigid or taut connections" are connected to or where they are located. 
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Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1-2 and 9-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Shotton 
(EPO 0302707). 

S 'S«' -"on. disclose in Figures 1-8, a method and equipment for accurately positioning items 
in shafts or piles comprising: 

With respect to claims 1-2 and 9-10: 

a) an upper positioning means (7 & 8) and a lower positioning means (9 & 10) 
for adjusting the plan position of the element within the interior space at upper 
and lower levels (Fig. 4); respectively, the apparatus being provided with a 
means to measure the difference in alignment between the first plan position 
of the element and the second plan position of the element (column 4, lines 45 
thru 59); 

b) wherein the means to measure the difference in alignment between the first 
plan position of the element and the second plan position of the element 
extends between the upper and lower positioning means (column 4, lines 45 
thru 59); 
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c) wherein the upper and lower positioning means each comprise a guide means 
(12-14) for adjusting the plan position of an element within the interior space 
(Fig- 7); 

d) wherein the guide means comprises a first and a second pair of rollers (12-14) 
which are moveable in mutually orthogonal directions across the interior 
space (Fig. 7). 

With respect to the preamble of the claim 1 : the preamble of the claim has not been given 
any patentable weight because it has been held that a preamble is denied the effect of a limitation 
where the claim is drawn to a structure and the portion of the claim following the preamble is a 
self - contained description of the structure not depending for completeness upon the 
introductory clause. Kropg v. Robie . 88 USPQ 478 ( CCPA 1951). 

Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 3 and 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shotton 
'707 in view of Smetamn et af.(US 3,544,957). 

Shotton " 707 disclose method and equipment for accurately positioning items in shafts or 
piles, as stated above in paragraph 1 1. 
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Shouon '707 further discloses the following: 

a) wherein the means to measure the difference in alignment between the first 
plan position of the element and the second plan position of the element, 
comprises at least one rigid or taut connection (6); 

b) wherein the rigid or taut connection comprises a bar or tube (6); 

c) wherein two rigid or taut connections are provided (Fig. 4). 

Shottoo 707 does not disclose the following: 

a) wherein means to measure a difference in alignment comprises one or more 
elecro level . 

-> i - a>il teaches an electronic inclinometer for electric drills that consists of 
wherein means to measure a difference in alignment comprises one or more electrolevei (8, 8', 
8"). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to further modify the method and equipment for accurately positioning items 
in shafts or piles of S ofio s 0 so as to replace Shotfon\s means to measure the difference in 
alignment with the one or more electrolevei, as taught by Smetanin et al, in order to enhance the 
accuracy capabilities of the alignment means. 

14. Claims 1 1-12, and 1 5-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
v>\\ ' in view of:-: • : a ;>! 
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\\ - ' V " discloses an equipment for accurately positioning items in shafts or piles 
including the following; 

a) A method of positioning an element in a borehole (Fig. 4), the method comprising the 
steps of: i) placing into the borehole an apparatus comprising an upper 
positioning means (7 & 8) and a lower positioning means (9 & 10) for adjusting the 
plan position of the element within the interior space at upper and lower levels 
respectively (Fig. 4), the apparatus being provided with a means to measure the 
difference in alignment between the first plan position of the element and the second 
plan position of the element (column 4, lines 45 thru 59) ii) lowering the element 
into an interior space defined by the apparatus to a required depth within the borehole 
(Fig. 4); and iii) measuring the difference in alignment between the first plan position 
of the element and the second plan position of the element by means of the or each 
gauge (column 4, lines 45 thru 59); and iv) adjusting the upper and lower positioning 
means to achieve the desired alignment between the first and second plan positions of 
the element (Fig. 4); 

b) wherein the means to measure the difference in alignment between the first plan 
position and the second plan position comprises the use of: i) at least one rigid or taut 
connection extending between the first point at the level of the first plan t the level of 
the first plan position and a second point at the level of the second plan position (6), 
the first and second points being at an identical displacement from the element (Fig. 
4); ii) one or more gauges provided on the or each rigid or taut connection, so as to 
measure the inclination of the rigid or taut connection (column 4, lines 45 thru 59); 
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c) wherein two gauges are provided which are arranged so as to measure the inclination 
of the rigid or taut connection in mutually orthogonal directions (column 4, lines 45 
thru 59); 

d) wherein both of the gauges are provided on a single rigid or taut connection (column 
4, lines 45 thru 59); 

e) wherein two rigid or taut connections are provided (6). 

sk-n-M v docs not disclose wherein a gauge is an electrolevel gauge. 

Smct-min oi al. teaches an electronic inclinometer for electric drills that consists of 
wherein a gauge is an electrolevel gauge (8, 8', 8"). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to further modify the 

method and equipment for accurately positioning items in shafts or piles of Shotton 707 so as to 
replace Shotton \s gauge with the electrolevel, as taught by S n tani i t , in order to enhance 
the accuracy capabilities of the alignment means 

Double Patenting 

15. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
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application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 



16. A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



17. Claims 1-2 and 9-11 o iN - s » 1 - N h l ejected on the 

ground of nonstatutory double patenting over claims 1-4 and 9 of ..VjMflnsg X N N . No 
10 in view of M-Wv i<io?i p> ;° VI \ \;-.-. hkvikv. . This is a |>ro> wonsl double 

patenting rejection since the conflicting claims have not yet been patented. 
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Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other copending 
application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP 
§ 804. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending application 
since the referenced copending application and the instant application are claiming common 
subject matter, as follows: 

Claims 1-2 and 9-1 1 of Shotton et al. '363 claim a method and apparatus for monitoring 
clement alignment, comprising the following: 

a) an upper positioning means (2) and a lower positioning means (3) for 
adjusting the plan position of the element within the interior space at upper 
and lower levels (Fig. 1); respectively, the apparatus being provided with a 
means to measure the difference in alignment between the first plan position 
of the element and the second plan position of the element (paragraph 35); 

b) wherein the means to measure the difference in alignment between the first 
plan position of the element and the second plan position of the element 
extends between the upper and lower positioning means (Fig. 1); 

c) wherein the upper and lower positioning means each comprise a guide means 
(7-10) for adjusting the plan position of an element within the interior space 

(Fig. l); 
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d) wherein the guide means comprises a first and a second pair of rollers (7-10) 
which are moveable in mutually orthogonal directions across the interior 
space (Fig. 1); 

e) A method of positioning an element in a borehole (Fig. 1), the method 
comprising the steps of: i) placing into the borehole an apparatus comprising 
an upper positioning means (2) and a lower positioning means (3) for 
adjusting the plan position of the element within the interior space at upper 
and lower levels respectively (Fig. 1), the apparatus being provided with a 
means to measure the difference in alignment between the first plan position 
of the element and the second plan position of the element (paragraph 35) ii) 
lowering the element into an interior space defined by the apparatus to a 
required depth within the borehole (Fig. 1); and iii) measuring the difference 
in alignment between the first plan position of the element and the second 
plan position of the element by means of the or each electrolevel gauge 
(paragraph 35); and iv) adjusting the upper and lower positioning means to 
achieve the desired alignment between the first and second plan positions of 
the element (Fig. 1). 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The prior art cited on PTO-892 and not mentioned above disclose measurement tools: 
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Crow (US 4,022,284) 
Jones (I 8 3,693,142) 
Waters ( US 3,077,670) 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tama C. Courson whose telephone number is (57.1 ) 272-2239. 
The examiner can normally be reached on Monday-Friday from 8AM to 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard, can be reached on (571) 272-1984. 

The fax number for this Organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/G. Bradley Bennett/ 

Primary Examiner, Art Unit 2841 



TCC 

April 12, 2008 



